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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address •- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Ertenstons of time may be available under the provisions of 37 CFR 1 1 36(a) In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this comnnunication 

- If the period for reply specified above is less than thirty (30} days, a reply withm the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply withm the set or extended period for reply vjill, by statute, Cduse the dpplicdtion to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1704(b), 

Status 

1 )H Responsive to communication(s) filed on 08 May 2003 . 
2a)n This action is FINAL, 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
I closed in accordance with the practice under Ex parfe Ouay/e, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) [J Claim(s) 9-14,20,22-24 and 26-33 is/are pending in tne application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

^ 5)\Z\ Claim(s) is/are allowed. 

! 6)H Claim(s) 9-14, 20, 22-24, and 26-33 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

I Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0)n The drawing(s) filed on is/are a)n accepted or bO objected to by the Examiner. 

^ Applicant may not request that any objection to the drawing(s) be held in abeyance See 37 CFR 1.85(a) 

1 1 )□ The proposed drawing correction filed on is: 3)\3 approved b)n disapproved by the Examiner 

I If approved, corrected drawings are required in reply to this Office action 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the pnority documents have been received. 

2.n Certified copies of the prionty documents have been received in Application No. . 



3.n Copies of the certified copies of the pnonty documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic pnority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1 ) CH Notice of References Cited {PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) EU Information Disclosure Statement(s) {PTO-1449) Paper No(s) 



4) 0 Interview Summary (PTO-41 3) Paper No(s) . 

5) LH Notice of Informal Patent Application {PTO-1 52) 
6} n Other: 



PTO-326 (Rev 04-01) 
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DETAILED ACTION 



Continued Examination Under 37 CFR LI 14 

1 , A request for continued examination under 37 CFR 1.1 14, including the fee set foilh in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114. and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the pre\ ious Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission tiled on 5/8/2003 has been entered. 



Response to Arguments 

2. Applicant's arguments and amendments, filed 5/8/2003, ha\e been fully considered and 
reviewed by the examiner In light of the amendments, the rejections to the claims under 35 
use 102 ha\ e been withdrawn. The examiner acknowledges the cancellation of Claims 21 and 
25. Claims Q-14. 20. 22-24. and 26-33 are pending. 

The applicant has argued against the combination of DiChiara and Kouitides stating that 
there would be no motix ation to combine the references, since the Kouitides coating is different 
than the DiChiara coating and since there is no expectation that improved results would occur by 
the combination, only equix alent results The examiner is not persuaded by the applicant's 
arguments. Kouitides fails to teach that the emissi\ ity modifying agent be a boron compound. 
The DiChiara reference is merely being applied by the examiner to show that it is known in the 
art that molybdenum disilicide, silicon carbide, silicon hexaboride, and silicon tetraboride are 
functionalh' equivalent as emissi\ ity nx^difying agents for high temperature ceramics, such as 
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those in DiChiara and Kouitides et al One of ordinary skill in the ai1 review ing DiChiara and 
Kourtides w ould ha\ e found il ob\ious to substitute silicon hcxaboride or silicon tetraboride for 
the molybdenum silicide in the slurry of DiChiara. w ith the expectation of pro\ iding the 
functionally equi\ alent emissi\ ity modifying properties to the sluiry, since it is suggested by 
Kouitides that such material are substantially functionally equi\ alent as emissi\ ity modifying 
agents for high temperature ceramics. In regards to the argument that the combination w ould not 
be expected to yield improved resuhs. a proper combination does not need to yield improx ed 
resuhs, only the expected results. The use of conx entional materials to perform their known 
functions in a conventional process is considered ob\'ious {In re Rancr 134 USPQ 343). Also, 
the substitution of one known equi\ alent technique for another may be obx ious e\'en if the prior 
ail does not expressly suggest the substitution (Ex parte Novak 16 USPQ 2d 2041 ). This shows 
that impro\emcnt is not required for motivation to combine references. In the present case, the 
combination of DiChiara and Kourtides is substituting conventional and equi\ alent emissi\ ity 
modifying agents to perfonn their known conventional function and such a combination is 
ob\ ious and such motivation is proper. 

Furthermore, the applicant nidicates that there is no recognition in the prior an that the 
boron containing compound achie\ es the improved results, as in the applicant's invention. 
However, as indicated in the prev ious office action, the applicant has failed to prov ide claims 
and ev idence commensurate in scope, indicating the argued improvements, Ev idence of 
unobv iousness must be commensurate in scope with the claims (/// re Kulliug 14 I'SPQ 2d 1056, 
1058), There is insufficient evidence to indicate unexpected results using materials 
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commensurate in scope w ith the claims Therefore, the examiner is not persuaded by the 
applicant's arguments and is maintaining the use of the references as prev iously set foilh. 

Claim Rejections - 35 i SC 103 

3. The following is a quotation of 35 U S.C. 103(a) which forms the basis for all 
obv iousness rejections set foilh in this Office action: 

(a) A ]ialciu iiia\ iiol be obtained lliough the mxeiUion is not identieaHx' di>elosed or describeLl a,^ set lortli iti 
seetion 1' 0 ot'this title, if the ditVerenees Ivtween the subject matter sought to be i^alented and the prior art are 
such that the subject mailer as a w hole w ouid iia\e ul-uu ubj\-u/U.- at w.e t::r.e the m^ entnui w ;is made to a person 
haMiig ordinar\- skill m ihe art to w hich said subject matter ]X'rtains. Fatentabilit\' shall not be negativ ed hy 
manner in w hieh the iinention w as made 

4. Claims 9-14, 20, 22, 24. and 26-33 are rejected under 35 U.S.C, 103(a) as being 
unpatentable o\er DiChiara, Jr. et al. in \ iew of Kouilides et al. 

DiChiara. Jr. et al. and Kouitides et al. are applied here for the same reasons as gi\ en 
abo\ e and in paragraph 5 of the prev ious office action 

5. Claim 23 is rejected under 35 U S.C 103(a) as being unpatentable o\er DiChiara. Jr. et 
al. in \ iew' of Kourtides et al. and Baker et al 

DiChiara. Jr et al., Kourtides et al, and Baker et al, are applied here for the same reasons 
as giv en abov e and in paragraph 6 of the prev ious office action 
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Conclusion 



Any inquir\ concerning this communication or earlier communications from the 



examiner should be directed to Michael Bair whose telephone number is 703-305-7919 The 
examiner can normally be reached on Monday-Thursday 6:00 am-4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
super\ isor. Shri\ e Beck can be reached on 703-308-2333. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 or 703-305-5408 
for regular communications and 703-872-93 1 1 for Alter Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661 , 




Michael Ban- 
Primary Examiner 
Art Unit 1762 



MB 

May 22. 2003 



